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Comments on the report by Germany 
 
 
Germany very much appreciates the draft report and would like to express its thanks to 
the authors. The report is highly valued. As follows are a few comments regarding 
details: 
 
Note 63: It should be clarified that neither the convention nor the report regulates 
whether an agreement is binding in respect of third parties. This question is outside of 
the scope of the convention. 
 
Note 127: The phrase “very serious injustice“ is an absolute exception and should be 
described in a more narrow sense. It would not appear to be sufficient if there is no fair 
trail. Besides this, some examples should be given of in which cases this rule does not 
apply (for example: if the state of the chosen court does not provide for the pre-trial 
discovery of documents). 
 
Note 179 ff.: An explanation should be given as to why authentic instruments are not 
covered by the convention. This question was discussed in the plenary. 
 
Note 183: The text of the draft does not include a provision for other cases. Therefore 
there is no basis in the text for the sentence “In other cases, it is assumed ... .” 
 
Note 197: It seems to me that neither the present report nor the former report take 
into account the full wording of Article 15, paragraph 2. This provision stipulates that, 
besides the circumstances in the requested state, the circumstances in the state of origin 
have to be taken into account (“including those”) 
 
Note 208: The wording “it must be reasonable ...” should be deleted because this 
causes much uncertainty. 
 
Note 245: It would be helpful if the cases dealt with in the last sentence of note 245 
could be explained in detail. 
 
Note 250: A REIO should also have the right to denounce the convention (the text of 
Article 30 should also be changed; all this must be discussed in the plenary). 
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Comments by the Government of Japan 
relating to the preliminary draft Convention 

 
 
The Government of Japan would like to express its deepest appreciation for and sincere 
compliment to the remarkable results achieved by members of the drafting committee, 
Co-rapporteurs, Professor Trevor C. Hartley and Professor Masato Dogauchi, and all of 
the Permanent Bureau of the Hague Conference on Private International Law. 
 
We are very pleased to be given an opportunity to submit our following preliminary 
comments at the request of the Permanent Bureau in L.c. ON No 34(04). 
 
1 Article 2.1(k) 
 
It should be excluded from the scope of the Convention if the validity of intellectual 
property rights other than copyright or related rights is consisted as a principal issue. 
This is because the jurisdiction over proceedings relating to such a matter as a principal 
issue should be exclusively conferred on the courts of a State in which the deposit or the 
registration of the right has taken place. Consequently, all the brackets should be 
deleted. 
 
2 Article 5.3(b), 7(e) and 9.1 bis 
 
The phrase “unless the parties designated a specific court,” which is in the brackets, 
should be deleted, because otherwise the chosen court of a Contracting State which can 
not hear the case in accordance with the rules on internal allocation could not transfer 
the case to another court of the same state, and such a result should be avoided in order 
to secure a smooth administration of justice within an internal mechanism. For the same 
reasons, the brackets of Article 7(e) and Article 9.1 bis should be deleted. 
 
3 Article 6 
 
The brackets of Article 6 should be deleted because the judgment on the validity of an 
intellectual property right given by the court of a State under the law of which the right 
arose should prevail over the judgments given by courts of another State. 
 
There is an argument that this article might encourage dishonest parties to ask for 
proceedings to be suspended simply as a time-wasting tactic (See, Draft Report 
Paragraph 114). It should be stressed, however, that, as stated in Paragraph 111 of the 
draft report, this article does not intend to create any obligation of the chosen court to 
suspend or dismiss the proceedings before it. 
 
4 Article 9(1)(f) 
 
A foreign judgment recognizable and enforceable under national law has the same legal 
effect, whether or not it is based on an international agreement. It is not appropriate 
that, while a recognizable and enforceable foreign judgment under an international 
agreement prevails over a foreign judgment given by the chosen court under this draft 
Convention, a recognizable and enforceable foreign judgment not based on an 
international agreement does not. Consequently, the bracketed phrase, “under an 
international agreement,” should be deleted. 
 
5 Article 10 
 
Paragraph 4 of this article as stated in footnote 10 should be added when paragraphs 2 
and 3 are provided. This is because a judgment with “erga omnes” effect relating to the 
matter referred to in Article 2, Paragraph 2 which is inconsistent with a ruling on that 
matter as an incidental question causes problems similar to intellectual property cases. 
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6 Article 15 
 
If the Convention provides that Article 15 does not apply to a judgment requiring an 
insurer to indemnify the insured pursuant to a contract of insurance (or reinsurance) with 
respect to non-compensatory damages, the provision should clearly indicate that its 
scope of application is limited only to reinsurance (including retrocession) between 
insurance companies. 
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Response of the International Trademark Association 
to a Request of the Hague Conference for Comments 

on the Draft Hague Convention on Exclusive Choice of Court Agreements
 

Prepared by The Hague Convention Subcommittee 
 
January 2005 
 
The International Trademark Association (INTA) appreciates the opportunity to submit 
comments on the draft Convention on Exclusive Choice of Court Agreements of the 
Hague Conference (Draft). INTA’s Hague Convention Subcommittee chaired by Judith 
Sapp prepared these comments, which are limited to those provisions of the Draft that 
affect the interests of trademark owners. 
 
Should any of our comments be unclear or require elaboration, The Hague Convention 
Subcommittee will be pleased to provide supplemental information or clarification on 
request. 
 
1. Article 1.1 
 
INTA supports limitation of the Convention to recognition and enforcement of judgments 
given on the basis of exclusive choice of court agreements. 
 
2. Article 1.2 
 
Application of the Draft to trademark agreements will benefit trademark owners. 
Therefore, INTA supports the narrowest exception from application of the Draft, requiring 
the parties to be resident in the Contracting State of the court seized at the time the 
agreement is concluded and at the time of commencement of proceedings for the 
exception to apply. 
 
3. Article 2.1(a) 
 
INTA does not support changes to this provision, including the exclusion of all physical 
persons from the scope of the Draft. Physical persons may be parties to agency and 
distribution agreements in respect of trademarked goods and may be parties also to 
trademark license agreements. Trademark owners would benefit from inclusion of such 
agreements within the scope of the Draft. For the same reasons, INTA does not support 
exclusion of non-profit organizations from the scope of the Draft. 
 
4. Article 2.2(k) 
 
INTA’s overriding concern in respect of the Draft is that decisions on trademark validity 
should be within the exclusive jurisdiction of the courts or administrative agencies of the 
State where the rights arose and that decisions of trademark validity made by other 
States should not be within the scope of the Draft. INTA’s Board of Directors has adopted 
a resolution to this effect. 
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INTA does not believe that the current wording of Article 2.2(k) excludes trademark 
validity determinations from the scope of the Draft. A decision on trademark validity 
rendered in the context of proceedings over a trademark license agreement would be 
within the scope of the Draft as currently worded. As claims of trademark validity often 
arise in disputes over trademark license agreements, INTA believes it is of critical 
importance that the current wording of Article 2(k) be revised to exclude trademark 
validity determinations. 
 
Another problem with the current Article 2.2(k) is its limitation of agreements within the 
scope of the Draft to license agreements and assignment agreements. Trademark owners 
enter into many other sorts of agreements, such as agency agreements, distribution 
agreements, and coexistence agreements. It would benefit trademark owners for these 
agreements to be within the scope of the Draft. 
 
INTA strongly supports the alternative wording proposed in paragraph 45 of the 
Preliminary Draft Report, which addresses our concerns. This alternative wording is set 
out below. 
 

2 bis 

a) The Convention shall not apply to intellectual property rights other than 
copyright or related rights, except — 
i) in proceedings pursuant to a contract for the transfer or use of such 

intellectual property rights; or 
ii) in proceedings for infringement, provided that the infringement also 

constitutes a breach of contract that could have formed the basis of 
proceedings between the parties under sub-sub-paragraph (i) above. 

b) Proceedings do not fall within sub-paragraph (a) above merely because they 
constitute a counterclaim to proceedings to which that sub-paragraph applies. 

c) The Convention shall not apply to rulings on the validity of intellectual 
property rights other than copyright or related rights, even if given in 
proceedings to which sub-paragraph (a) applies. 

 
INTA strongly supports also the incidental question provisions of Article 2.3 and Article 
10.1. The incidental question “exception” of Article 2.3 ensures that trademark owners 
will not be deprived of the benefits of the Draft by validity questions raised in defense of 
contractual claims, while Article 10.1 ensures that rulings on trademark validity made in 
the course of contractual proceedings will not be enforceable under the Draft. INTA is 
inclined toward support of the incidental question provisions of Article 6, Article 10.2, and 
Article 10.3 but is engaged in further study of these provisions. 
 
5. Article 5.1 and 5.2 
 
INTA supports the exercise of jurisdiction by the parties’ chosen court whenever 
reasonably possible, and in accordance with the provisions of Article 5.1 and 5.2 as 
currently drafted. INTA believes, however, that when a court other than the parties’ 
chosen court is seized and exercises jurisdiction under one of the exceptions of Article 7, 
the chosen court should be allowed to decline jurisdiction. 
 
6. Article 5.3(b) 
 
It seems clear that the Draft cannot and should not affect national rules on internal 
allocation of jurisdiction. If national rules of internal allocation of jurisdiction in the 
Contracting State chosen by the parties to an agreement require transfer of the case to a 
court other than that chosen by the parties, the case must be transferred. 
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INTA is of the opinion that the enforceability under the Draft of judgments rendered by 
courts to which cases were transferred by virtue of rules on internal allocation of 
jurisdiction is more likely to benefit trademark owners than exclusion of such judgments 
from enforcement. INTA therefore supports deletion of the bracketed language in this 
provision, i.e., “[unless the parties designated a specific court]”. 
 
7. Article 7(a) 
 
As noted in the European Commission Consultation Paper, deletion of the words “under 
the law of the State of the chosen court” in Article 7(a) would undermine significantly the 
objectives of the Draft. INTA, therefore, would prefer that these words remain in the 
Draft. 
 
INTA members have expressed concern that Article 7 does not contain an exclusion for 
choice of court agreements obtained by fraud, either substantive or procedural. Concerns 
have been raised also about the inclusion of non-negotiated agreements within the scope 
of the Draft. 
 
8. Article 7(c) 
 
INTA supports rephrasing Article 7(c) to read “giving effect to the agreement would lead 
to a manifest injustice or would be contrary to fundamental principles of public policy of 
the State of the court seized.”  Barring such rephrasing, INTA supports at a minimum the 
deletion of “very” in the phrase “giving effect to the agreement would lead to a very 
serious injustice.”  If Article 7(c) is construed or amended to permit the courts of Member 
States of the EU to exercise jurisdiction in derogation of the jurisdiction of the parties’ 
chosen court, the utility of the Draft to trademark owners will be decreased significantly. 
 
9. Article 7(d) 
 
INTA supports retention of Article 7(d). Instances in which the provision would be 
necessary and desirable include those in which the site of the parties’ chosen court has 
been the subject of a natural disaster such as flood or earthquake or a less natural 
disaster such as civil war or terrorist attack. 
 
10. Article 7(e) 
 
INTA supports the exercise of jurisdiction by the parties’ chosen court whenever possible. 
If the parties have chosen “the courts of New York” and the federal district court of the 
Eastern District of New York declines jurisdiction because the case belongs in the 
Southern District, we do not believe the courts of Missouri or France should be able to 
exercise jurisdiction. 
 
Although there are arguments to be made on both sides of this question, INTA is inclined 
to support the prohibition of the exercise of jurisdiction by a court not chosen when the 
chosen court has transferred jurisdiction as a result of its rules on the internal allocation 
of jurisdiction. In the example above, INTA would support the exercise of jurisdiction by 
the federal district court of the Southern District of New York and the prohibition of the 
exercise of jurisdiction by the courts of Missouri or France. 
 
INTA, therefore, supports inclusion of the bracketed language at the end of this Article, 
“[except where it has transferred the case to another court of the same State as 
permitted by Article 5, paragraph 3 b)].” 
 
11. Article 9 
 
INTA does not support addition of a requirement that a judgment of a chosen court be 
enforceable under the Draft only if the decision of the chosen court sets out the ground 
of its exercise of jurisdiction as the parties’ exclusive choice of court agreement. Chosen 
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courts may not set out in their judgments the grounds on which they based their 
jurisdiction or may set out those grounds either incompletely or incorrectly. It would be 
detrimental to the interests of trademark owners for a judgment to be denied recognition 
and enforcement under the Draft because the chosen court failed to include a proper 
statement of jurisdictional grounds. 
 
12. Article 9.1(a) 
 
INTA is not in favor of permitting the State addressed to review whether the agreement 
was null and void under the law of the State of the chosen court. The chosen court will 
have held the agreement to be valid either implicitly or explicitly before its judgment 
reaches the court addressed. Permitting the court addressed to “second guess” the 
chosen court would create a dangerous loophole for evasion of the Draft, to the 
detriment of trademark owners. 
 
13. Article 9.1(b) 
 
INTA supports revising Article 9.1(b) to read “a party lacked the capacity to enter into 
the agreement under the law of the State of the chosen court.” 
 
14. Article 9.1(c) 
 
INTA believes the protection accorded to the defendant by Article 9(c) to be sufficient, 
neither too extensive nor too limited. 
 
15. Article 9.1(d) 
 
INTA supports inclusion of fraud as a ground for non-recognition in the Draft and believes 
Article 9.1(d) to be necessary and desirable. Although we have made the point before, 
INTA reiterates that it strongly favors deletion of “in connection with a matter of 
procedure” from the wording of Article 9.1(d). Courts may construe “procedural fraud” 
very narrowly and permit enforcement of judgments obtained by bribery, perjury, and 
the like. We believe that a judgment obtained by substantive fraud should be no more 
entitled to enforcement under the Draft than a judgment obtained by procedural fraud. 
 
INTA does not regard the issue of procedural fraud as covered by the public policy 
exception of Article 9.1(e). 
 
16. Article 9.1(e) 
 
INTA supports the current wording of the public policy exception in this Article. 
 
17. Article 9.1(f) 
 
INTA believes the solution of Article 9.1(f) relating to the non-recognition of incompatible 
judgments to be satisfactory. If the state addressed is faced with inconsistent decisions, 
one from the chosen court and one from the court of another Contracting State, INTA 
believes that the judgment from the court of another Contracting State should be given 
priority only if the state addressed finds the decision of the chosen court to have been 
obtained by fraud. 
 
18. Article 9.4 
 
INTA supports the current wording of Article 9.4. 
 
19. Article 10.2 
 
INTA supports inclusion of Article 10.2 as a necessary corollary to the principle of 
exclusivity in respect of trademark validity determinations. 
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20. Article 10.3 
 
INTA supports the limitation of recognition and enforcement set out in Article 10.3. The 
Article may in some instances result in delay and additional litigation costs, but we 
believe that these detriments are outweighed by the benefits of having validity 
determinations in respect of trademarks made by the courts or administrative agencies of 
the State where the trademark rights arose. A trademark owner would be injured much 
more seriously by enforcement of a judgment based on an erroneous incidental holding 
of trademark invalidity than by the cost of establishing the mark to be valid in its home 
State. 
 
INTA would not support extension of Article 10.3 to situations in which the defendant 
objected to an incidental ruling on trademark validity and intended to commence validity 
proceedings in another State. Any such extension would have to apply to both parties 
and be limited to validity proceedings in the State where the trademark right arose. 
INTA’s support for such an extension of Article 10.3 would depend on the reasonable 
ability of trademark owners to begin validity proceedings in the trademark home State 
before the issues of recognition and enforcement of a judgment reached the court 
addressed. If a reasonably diligent trademark owner could begin validity proceedings 
before the court addressed reached the issues of recognition and enforcement, INTA 
would be inclined against extension of Article 10.3. Conversely, INTA would be inclined 
toward extension if situations might arise in which a reasonably diligent trademark owner 
could not institute validity proceedings before the court addressed reached recognition 
and enforcement issues. 
 
21. Article 11 
 
INTA supports retention of the policy of Article 11 in the final Convention. 
 
22. Article 15 
 
INTA views Article 15 as a practical approach to regulating damages, either as drafted or 
as revised in the US proposal. 
 
23. Article 19 
 
INTA supports use of the same time factor in Articles 1 and 19, to narrow the respective 
exceptions to jurisdiction and enforcement in these Articles as much as possible. 
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